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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Group Art Unit: 3736 



the Application of: 

FOERSTER et al. 

Serial No.: 10/734,671 

Filed: December 12, 2003 

For: METHODS AND DEVICES FOR 
DEFINING AND MARKING TISSUE 



Examiner: RoyAnuradha 




SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 

In accordance with 37 CFR §§1.97 and 1.98, the items identified in this Information 
Disclosure Statement ("IDS") are brought to the attention of the Office. The items are listed on the 
attached form PTO-SB/08. 

The items identified in this IDS may or may not be "material" pursuant to 37 CFR § 1.56. 
The submission thereof by Applicant is not to be construed as an admission that any such patent, 
publication or other information referred to therein is material or considered to be material (37 CFR 
§ 1.97(h)), or even qualifies as "prior art" under 35 USC § 102 with respect to this invention unless 
specifically designated by Applicant as such. 

Information Disclosure Statement Filing Provision: 

□ This IDS is believed to be timely in that it is being submitted under 37 CFR § 1 .97(b), that is 
(1) within three months of the filing date of the application, which is not a continued prosecution 
application filed under § 1.53(d); or (2) within three months of entry of the national stage as set forth 
in 37 CFR § 1 .491 ; or (3) before the mailing of a first Office action on the merits; or (4) before the 
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01 FC:1806 



140.00 BA 



CERTIFICATE OF MAILING (37 C.F.R. § 1 .8a) 



1 hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the United States Postal Service on the 
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mailing of a first Office action after filing a request for continued examination under § 1.1 14. Thus, 
no fee is required. 

Q However, if the undersigned is in error in this regard, Applicant respectfully requests^ /^^n^ 
that the Office consider this IDS as filed under 37 CFR § 1 .97(c), if applicable, an4r^7 V^^l^ 
charge the fee due under 37 CFR §1.1 7(p) to the deposit account referenced below. 

0 However, if the undersigned is in error in this regard, Applicant respectfully requests 
that the Office consider this IDS as filed under 37 CFR § 1.97(c), if applicable, and a 
statement under 37 CFR § 1.97(e) is included below, thus no fee is required. 

^ This IDS is being submitted under 37 CFR § 1 .97(c), that is after mailing of a first Office 
action on the merits, but before a Final Action under 37 CFR § 1.1 13 or a Notice of Allowance 
under 37 CFR §1.311. 

^ The fee due under 37 CFR § 1 . 1 7(p) is submitted herewith. 

Q A statement under 37 CFR § 1 .97(e) is included below, thus no fee is required. In the 
event that this IDS is not received before a Final Action or a Notice of Allowance, 
then Applicant respectfully requests that the Office consider the filing of these papers 
to be submitted under 37 CFR § 1.97(d) and charge the fee due under 37 CFR 
§1.1 7(p) to the deposit account below. 

□ This IDS is being submitted under 37 CFR § 1.97(d), that is after a Final Action under 37 
CFR § 1 . 1 1 3 or a Notice of Allowance under 37 CFR § 1 .3 1 1 , but before payment of the issue fee. 
A statement under 37 CFR § 1 .97(e) is included below. The fee due under 37 CFR § 1 .17(p) is 
submitted herewith. 

Statement Under 37 CFR § 1.97(e): 

□ Each item contained in this IDS was first cited in a communication from a foreign patent 
office in a counterpart foreign application not more than three months prior to the filing of this IDS. 
Q No item contained in this EDS was cited in a communication from a foreign patent office in a 
counterpart foreign application, and, to the knowledge of the person signing this statement after 
making reasonable inquiry, no item of information contained in this IDS was known to any 
individual designated in 37 CFR § 1.56(c) more than three months prior to the filing of this IDS. 
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Payment and/or Authorization to Charge Fees: 
0 A check in the amount of $180.00 is enclosed for the above fee(s). 
13 Please charge $180.00 to Deposit Account No. 50-2862 for the above fee(s). 

The Commissioner is authorized to charge any fees required by the filing of these papers, and 
to credit any overpayment to O'Melveny and Myers' Deposit Account No. 50-2862. 





Respectfully submitted, 
O'MELVENY & MYERS llp 



Dated: August ffi. 2006 



DKW 

O'MELVENY & MYERS LLP 
610 Newport Center Drive, 17 th Floor 
Newport Beach, CA 92660-6429 
(949)760-9600 



By: 



Diane K. Wong 
Reg. No. 54,550 
Attorneys for Applicant 
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S. Foerster et al. 

Serial No.: 10/734,671 
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Examiner: AnuradhaRoy 
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AMENDMENT AND RESPONSE 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Office Action dated October 25, 2005, please amend the subject 
application as follows. 



Amendments to the Specification begin on page 2 of this paper. 
Listing of the Claims begin on page 3 of this paper. 
Remarks begin on page 5 of this paper. 



CERTIFICATE OF MAILING (37 C.F.R. §l.8a) 



I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the United States Postal Service on the 
date shown below with sufficient postage as First Class Mail in an envelope addressed to the Commissioner for Patents, P.O. Box 1450 Alexandria, 
VA 22313-1450. 

January 25. 2006 



Date of Deposit 
NB1:673964.1 




' Cynthia B. Pacheco 



Patent 

Attorney Docket: 032,290- 1 1 2 
(formerly END 897DIV2) 



AMENDMENTS TO THE SPECIFICATION 



Please replace the following paragraph before the first line of the specification that was added by 
preliminary amendment on December 12, 2003 . 

- This divisional application claims priority to US Pat e nt Application is a continuation of U.S. 
Application Serial Number 1 0/2 1 3,638, filed August 7, 2002, which claimo priority to US 
Application is a continuation of U.S. Application Serial No. 09/954,646 A filed Sepfc September 1 8, 
2001, which is a continuation of US Application U. S. Application Serial No. 09/776,125, filed 
February 2, 2001, which is a continuation of US Application U.S. Application Serial No. 
08/858,389, filed May 19, 1997, now U.S. Patent No. 6,228,055, which is a continuation of US 
Application U.S. Application Serial No. 08/308,097, filed September 16, 1994 . now abandoned . - 
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LISTING OF THE CLAIMS 




This listing of claims will replace all prior versions, and listings, of claims in the application: 
1-45: (Canceled) 

46. (Previously Presented) A ready to use assembly for delivering a biopsy marker 
mass, comprising a tube, said tube having an inner lumen and being configured to be received by a 
biopsy guide cannula, a quantity of ultrasound-detectable bio-resorbable powder disposed within the 
inner lumen of said tube. 

47. (Previously Presented) The assembly of claim 46 comprising a radiopaque 
material disposed within said tube which comprises a marker formed in a recognizable shape not 
naturally found within a patient's body. 

48. (Previously Presented) A system for marking a biopsy site within a patient, 
comprising: 

a delivery tube having a bore with a proximal portion and a distal portion, a plunger slidably 
disposed within said bore proximal portion, and a discharge end on said distal portion; and 

a quantity of ultrasound detectable bioresorbable powder disposed within said bore distal 
portion. 
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49. (Previously Presented) A delivery system for delivering marker material to a 
target site within a patient, comprising: 

an elongate member having a distal end, a discharge port in the distal end and an inner lumen 
extending therein to and in fluid communication with the discharge port in the distal end; 

a mass of solid particulate marker material disposed within the inner lumen; and 

an ejector which is advancable with and coupled to said elongate member and which is 
configured to eject particulate marker material from the discharge port in said distal end of said 
elongate member. 
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REMARKS 

Reconsideration of the rejections set forth in the Office Action mailed October 25, 2005, is 
respectfully requested. Claims 46-49 remain pending in this application. 

Claim of Priority 

Applicants have amended the priority claim to reflect that the current application is a 
continuation application of 10/213,638 rather than a divisional. A petition under 37 C.F.R. § 
1.78(a)(3) for acceptance of claim of priority and a request for corrected filing receipt have also been 
filed herewith. 

35U.S.C.S102 

Claims 46-49 were rejected under 35 U.S.C. § 102(b) as being allegedly anticipated by 
Fisher (USP 6,350,244). Applicants respectfully argue that Fisher does not qualify as a prior art 
reference to the instant application, which claims priority to U.S. Application Serial No. 08/308,097, 
filed September 16, 1994 . In contrast, the earliest priority date that Fisher is entitled to is February 
2 L 2000 . Because the priority application predates Fisher, Fisher is not prior art, and the rejection 
over Fisher should be withdrawn. 

Information Disclosure Statement 

Applicants noted that the non-patent literature references listed on the Forms PTO/SB/08A 
that were returned with the Office Action mailed October 25, 2005, were crossed out and not 
initialed. Although no explanation was provided for excluding these references, Applicants have 
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Patent 

Attorney Docket: 032,290-112 
(formerly END 897DIV2) 

provided copies of all of the non-patent references and copies of previously submitted Forms-^ v 
PTO/SB/08A and respectfully requests consideration of these references that were previously 
submitted. 



For all the foregoing reasons, Applicant asserts the claims are in condition for allowance. 
Favorable action on the merits of the claims is therefore earnestly solicited. If any issues remain, 
please contact Applicant's undersigned representative at (949) 760-9600. The Commissioner is 
hereby authorized to charge any additional fees that may be required to Deposit Account No. 50- 
2862. 




Respectfully submitted, 
O'MELVENY & MYERS llp 



Dated: January 25. 2006 By: 

Diane fc. Wong O 
Reg. No. 54,550 
Attorneys for Applicants 

JCK/DKW/cp 

O'Melveny & Myers LLP 

610 Newport Center Drive, 17 th Floor 

Newport Beach, CA 92660-6429 

(949)760-9600 



NB 1:673964. 1 



6 




Patent 

Attorney Docket No. 032,290-1 12 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Group Art Unit: 3736 



In re the Application of: 

FOERSTER 

Serial No.: 10/734,671 

Filed: December 12, 2003 

For: METHODS AND DEVICE FOR 
DEFINING AMD MARKING TISSUE 




Examiner: AnuradhaRoy 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 



Sir: 



03/10/200S CKEGftl 00000027 502562 1073*71 



FCslflOt 



160.00 M 



In accordance with 37 CFR §§ 1 .97 and 1.98, the items identified in this Information 
Disclosure Statement ("IDS") are brought to the attention of the Office. The items are listed on the 
attached form PTO-SB/08a and PTO-SB/08b. In accordance with § 1.98(d), copies of some or all of 
the references listed on the attached Form PTO-1449 are not enclosed herewith because they were 
previously cited by or submitted to the Patent and Trademark Office in one or more of the prior U.S. 
Applications: U.S. Application No. 08/308,097, filed on September 16, 1994, now abandoned; U.S. 
Application No. 08/858,389 filed on May 19, 1997, issued as U.S. Patent No. 6,228,055; U.S. 
Application No. 09/776,125, filed on February 2, 2001; U.S. Application No. 09/954,646, filed 
September 18, 2001; U.S. Application No. 10/213,638, filed August 7, 2002; U.S. Application 
No. 10/630,883, filed on July 30, 2003; U.S. Application No. 10/966,551, filed on October 15, 2004; 
and U.S. Application No. 1 1/282,285, filed on November 18, 2005. 

The items identified in this IDS may or may not be "material" pursuant to 37 CFR § 1 .56. 
The submission thereof by Applicant is not to be construed as an admission that any such patent, 
publication or other information referred to therein is material or considered to be material (37 CFR 

CERTIFICATE OF MAILING (37 C.F.R. §1.8) 

I hereby certify that this paper (along with any referred to as being attached or enclosed) is being deposited with the United States Postal Service on the 
date shown below with sufficient postage as First Class mail in an envelope addressed to the Commissioner for Patents, PO Box 14S0, Alexandria, VA 
22313-1450. 



March7 ,2( W 

Date of Deposit 
NB1:678249.1 



Cynthia B. Pachcco 



Patent 

Attorney Docket No. 032,290- 1 1 2 

§ 1.97(h)), or even qualifies as "prior art" under 35 USC § 102 with respect to this invention urflii^V 
specifically designated by Applicant as such. * 

Information Disclosure Statement Filing Provision: 

□ This IDS is believed to be timely in that it is being submitted under 37 CFR § 1 .97(b), that is 
(1) within three months of the filing date of the application, which is not a continued prosecution 
application filed under § 1 .53(d); or (2) within three months of entry of the national stage as set forth 
in 37 CFR § 1 .491 ; or (3) before the mailing of a first Office action on the merits; or (4) before the 
mailing of a first Office action after filing a request for continued examination under § 1.1 14. Thus, 
no fee is required. 

D However, if the undersigned is in error in this regard, Applicant respectfully requests 
that the Office consider this IDS as filed under 37 CFR § 1 .97(c), if applicable, and 
charge the fee due under 37 CFR §1.1 7(p) to the deposit account referenced below. 

0 However, if the undersigned is in error in this regard, Applicant respectfully requests 
that the Office consider this IDS as filed under 37 CFR § 1 .97(c), if applicable, and a 
statement under 37 CFR § 1 .97(e) is included below, thus no fee is required. 

IEI This IDS is being submitted under 37 CFR § 1 .97(c), that is after mailing of a first Office 
action on the merits, but before a Final Action under 37 CFR § 1.1 13 or a Notice of Allowance 
under 37 CFR §1.311. 

£3 The fee due under 37 CFR § 1.17(p) is submitted herewith. 

0 A statement under 37 CFR § 1 .97(e) is included below, thus no fee is required. In the 
event that this IDS is not received before a Final Action or a Notice of Allowance, 
then Applicant respectfully requests that the Office consider the filing of these papers 
to be submitted under 37 CFR § 1 .97(d) and charge the fee due under 37 CFR 
§1.1 7(p) to the deposit account below. 

□ This IDS is being submitted under 37 CFR § 1 .97(d), that is after a Final Action under 37 
CFR § 1 . 1 1 3 or a Notice of Allowance under 37 CFR § 1 .3 1 1 , but before payment of the issue fee. 
A statement under 37 CFR § 1 .97(e) is included below. The fee due under 37 CFR §1.1 7(p) is 
submitted herewith. 

Statement Under 37 CFR § 1.97(e): 

D Each i tem contained in this IDS was first cited in a communication from a foreign patent 
office in a counterpart foreign application not more than three months prior to the filing of this IDS. 
n No item contained in this IDS was cited in a communication from a foreign patent office in a 
counterpart foreign application, and, to the knowledge of the person signing this statement after 
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making reasonable inquiry, no item of information contained in this IDS was known to any 
individual designated in 37 CFR § 1.56(c) more than three months prior to the filing of this IDS. 

Some references are in a language other than the English language. A concise explanation of 

relevance is given below. 

DE 935625 

This reference discloses a biopsy instrument and method for acquiring subcutaneous biopsies and for 
removing lesions. 
DE 4330958 

The invention relates to novel microparticles containing active compound, which, additionally to the 
active compound(s), contain at least one gas or gaseous phase, media (microparticulate systems) 
containing these particles, their use for the ultrasonically controlled in vivo release of active 
compound and process for the production of the particles and media. 
DE 4403789 

The invention relates to the use of coloured NMR, X-ray or possibly dye-containing ultrasonic- 
image-producing substances for marking bodily tissues. 
FR 2714284 

The prosthesis consists of a circular component made from a supple material with a shape memory 
effect, able to occupy three different positions. In the first position (2) it is extended lengthwise to 
form a small cylinder which can be introduced through a catheter, with its proximal end closed by a 
valve (4). In a second position the two compartments (8,10) are inflated separately so that they are 
deployed on opposite sides of the ruptured wall, while in the third position the compartments are 
squeezed together to form a double patch on the wall. The prosthesis has a radio-opaque marker (6) 
between the two compartments which allows its progress through the patient's body to be monitored. 



COPY 



NB 1:678249.1 



Patent 

Attorney Docket No. 032,290-1 12 

Payment and/or Authorization to Charge Fees: 
Q A check in the amount of $ 1 80.00 is enclosed for the above fee(s). 
18 Please charge $180.00 to Deposit Account No. 50-2862 for the above fee(s). 

The Commissioner is authorized to charge any fees required by the filing of these papers, and 
to credit any overpayment to O'Melveny and Myers' Deposit Account No. 50-2862. 




Respectfully submitted, 
O'MELVENY & MYERS llp 



Dated: March 7. 2006 



DKW/ 

O'MELVENY & MYERS LLP 
610 Newport Center Drive, 17 th Floor 
Newport Beach, CA 92660-6429 
(949)760-9600 



By: 



Wnncr y 



Diane Wong 
Reg. No. 54,550 
Attorneys for Applicant 
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